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UNITED STATES CIRCUIT COURT OF APPEALS 
st. PAuL Exvectrric Co., et al. v. McCrumM-Howett. Co. 
(189 Fed. Rep., 849.) 


Eighth Circuit, August 21, Tort. 


t. Unratr Comprtition—Imi' NG APPEARANCE OF Goops 
When the material, structure and design of an article were adopted 
for reasons of economy, efficier nd suitability to accomplish the de 
sired result, the copying of such material, structure and design, ac 
companied by no imitatior rat lecorative features of the article, 
the name of the maker being prominently given, does not warrant the 


issuance Of a preliminary injunctio1 
2. UNFAIR COMPETITION—INTED 
The mere intent to get the benefit of the advertising of a rival, by 
the manufacture of an appliance which is a reproduction of the latter's 
article in all essential particulars of form and structure, does not make 
the act of imitation unfair competition. An act lawful in itself is not 
made unlawful by the intent that prompted it. 


Appeal from an order of the Circuit Court of the United 
States for the District of Minnesota, granting a preliminary 1n- 
junction. 


John E. Stryker, for appellants. 
Hillary C, Messimer (A.C 


Paul, on the brief), for appellee. 
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Before ADAMs and Sir, Circuit Judges. 


Anas, Circuit Judge——This is an appeal from an order 
granting a preliminary injunction against alleged unfair trade. 
As orders of this kind depend largely upon the judicial discretion 
of the trial judge, a strong showing of error, amounting to an 
abuse of discretion or a plain violation of some equitable principle. 
must be made to appear before we disturb them. In this case, 
however, the trial judge, as disclosed by his opinion, did not pred- 
icate his order upon a conviction that the facts of the case war- 
ranted injunctive relief. He strongly intimated the contrary, but 
paid respect to that comity which he thought should obtain in 
cases where a court of concurrent jurisdiction had already taken 
action. A preliminary injunction had before then been granted 
by the Circuit Court of the Northern District of Illinois in favor 
of this appellee against a party for doing practically the same thing 
complained of in the present case. That iniunctive order, how 
ever, has since been reversed by the Court of Appeals for the 
Seventh Circuit. Pope Automatic Merchandising Company v. 
McCrum-Howell Company ct al., 189 Fed.—. We therefore 
approach a decision of this case without anv embarrassment 
arising from the exercise of judicial discretion by the court below. 


The order appealed from enjoined the appellants, the St. 
Paul Electric Company and B. B. Downs, defendants below, from 
manufacturing, selling, or offering for sale certain electric suc 
tion cleaners in form, structure, and color like the device of com 
plainant below, the McCrum-Howell Company. Complainant’s 
cleaner was composed of a small motor, a fan, a suction nozzle, 
and discharge orifice communicating with a receptacle suitable 
for collecting the dust or waste taken up from the floor, together 
with a handle by which it could be driven over the floor; and the 
operative parts were inclosed in an aluminum case. The device 
was light, easily handled, and well calculated in form, material, 
and structure for convenient use by the housewife or maid. The 
complainant had no patent on the mechanism, or any feature of 
it, and claimed no infringement of any trade-mark. Its onl) 
complaint was that of unfair competition in trade. It had ad- 
vertised and sold its cleaner under the trade-name of “The Rich- 
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mond,” in connection with its own corporate name, “McCrum- 
Howell Company,” and had sold it at the price of $65. 

The defendants made no appropriation of complainant’s trade 
or corporate name. They believed an effective cleaner capable of 
doing the work could be manufactured and sold at a price not 
exceeding $35, and proceeded to construct one. They necessarily 
employed a motor, fan, and nozzle, with a discharging orifice, a 
receptacle for taking the dust and dirt taken up from the floor, 
and a handle. They also employed an aluminum casing to cover 
the operative parts, quite similar in appearance to that employed 
by complainant. The handle of both was of a length to com- 
fortably permit the operator to move it along over the floor, and 
the casing of both conformed to the contour of the motor and the 
fan. In short, it may be said the defendants employed practical- 
ly the same elements, of the same color, and in the same combina- 
tion, to accomplish the same result, as complainant did. They had 
as much right to do so as complainant had; the latter having 
acquired no monopoly in the elements, or any combination of 
them. This, however, did not confer upon defendants the right 
to so simulate the product of complainant as to deceive the public 
or palm off their product as and for the product of the latter. 
The law imposed upon them the obligation of good faith and fair 
and honest competition. Did they violate this obligation? It is 
claimed they did because their cleaner looked like complainant’s 
cleaner. But this could not be reasonably avoided. If both were 
engaged in manufacturing the common house broom, it is ap- 
parent the product of both would look substantially alike. So in 
this case both were engaged in manufacturing a recognized type 
of electric cleaner, and obviously their product would carry a 
marked resemblance. 

Again, it is said, because the detendants adopted substantially 
the same form, color, and size of parts as complainant had done, 
they thereby evidenced a purpose to defraud. This may well be 
answered in the language of Baker, Circuit Judge, in Pope Auto- 
matic Merchandising Co. v. McCrum-Howell Company, supra: 


“In short, appellee [\McCrum-Howell Company] uses the most effi 
cient and most economically manufactured form into which the mechani 
al combination can probably be embodied. Not a line nor a curve, not 
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a mark, not a bit of superfluous material, for embellishment or distinc 
tion. Nothing but the name-plat lf appellants should be required to 
give a square or hexagonal or other than cylindrical form to the outer 
surface of the casings, considerations of cost of the supertluous material 
and labor might prevent them from competing with appellee in the manu 
facture and sale of a mechanism that was equally open to both. 

Aluminum is the metai used. Its advantages in strength, in durability, in 
lightness of weight, and in freedom from tarnish have led to its adoption 
tor various utensils and tools \ppellee can have no monopoly of its use 


for this tool. In both cleaners the metal is unpainted. If appellants should 
be compelled to paint their cleaner a distinctive color, they would increas¢ 


their manufacturing cost, and would also lose one of the main advantages 
of a metal that was us open to them as to appellee, and that was obvious 
ly the best as a material as the cylinder was as a form.” 


lt is claimed that defendants simulated complainant's brush 
in the nozzie of its cleaner; but the showing in respect of this 
matter was not suthciently clear or specific to warrant a prelimi- 
nary injunction. 

Again, one of the afhants in behalf of complainant swore that 
“Mr. Downs,” who was practically the owner of the St. Paul 
Electric Company, and who actually brought out and developed 
the defendants’ cleaner, “thought it would be a good idea to have 
a machine like the ‘Richmond,’ but to be sold at a lower price, 
and that in this way they could get considerable advantage from 
the advertising the Richmond people were doing.” It can not 
escape observation that no wrongful act is here charged. At best 
a mental state only is disclosed; one which might or might not 
ripen into an act. 

But, passing this somewhat critical consideration of the aff- 
davit, and assuming Downs’ purpose to have been to gain some 
advantage from complainant's advertising the merits of an elec- 
tric cleaner, we do not think that fact would warrant injunctive 
interference. The motive of an act entirely lawful can not in 
and of itself condemn the act. It was not only lawful, but emi- 
nently praiseworthy, to design and introduce into commerce an 
article of daily use like an electric cleaner, for a price greatly 
less than a competitor was charging, and thereby relieve the public 
from an excessive exaction for it. The mere fact, if it was a fact, 
that another had broadly advertised the merits of the article, 
does not deprive the last comer of his right to enter the field of 
competition. Otherwise extensive advertising of an article of 
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common use by one would effectually prevent another from enter- 
ing the field of competition with him, and the monopoly of the 
first comer would be as complete as even a valid patent or tra ie- 
mark could secure. 

The foregoing are the main reasons argued in support of 
complainant’s contention in this case. but they, in our opinion, 
are insufficient. ‘This is especially true in the light of the further 
fact that there 1s no showing that defendants ever actually under- 
took to palm off any of their goods as those of the complainant. 
In fact, the defendants’ goods were always advertised and sold as 
“The Downs” suction sweeper, and this truthful declaration of the 
origin of their goods distinctly appeared upon the face of their 
cleaner, upon a plate inserted there for that purpose. In view of 
all these facts, we think there was no such threatening or immi- 
nent trespass upon complainant's rights as to require the issue of a 
preliminary injunction before a full hearing could have been had 
upon the merits. \We agree with the conclusion reached in the 
Seventh circuit. 


The order made below is reversed, and the cause remanded 
to the Circuit Court for further proceedings in harmony with this 
opinion. 


UNITED STATES CIRCUIT COURT 


BURROWS, et al. v. CARROM-ARCHARENA Co., e¢ al. 
(190 Fed. Rep., 204.) 


Ioestern District of Michigan, May tro, rort. 


UNFAIR COMPETITION—IMITATION OF STRUCTURE OF ARTICLE 


Imitation of the structural features of an unpatented article is not 
unfair competition. 


In Equity. On demurrer to bill. 


LL. S. Bacon and James |Vhittemore, tor complainants. 
Chappell & Earl, for defendants. 
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Denison, District Judge.—This is a bill for patent infringe- 
ment and unfair competition. Defendants demur, because the 
only two claims of the patent upon which reliance is now placed 
obviously do not involve any patentable invention, and because no 
facts are stated sufficient to make a case of unfair competition. 

Upon the latter subject, | find nothing in the bill which can 
distinguish this case from the decision of the Court of Appeals in 
Globe-Wernicke Company v. Macey, 119 Fed., 696. 56 C. C. A.., 
304. So much of the demurrer as pertains to this subject will 
therefore be sustained. 

[|The case of Globe-Wernicke Company v. Macey, referred to in the 
text, had to do with the right to make the so-called sectional book case, 
the patent on which was declared to be invalid. In that case, the court 


held that the manufacture of such cases, according to the system de 
vised by the plaintiff, and like the latter’s in sizes, styles, varieties of wood 


and finish, was not unfair competition. | 


Ross v. H. S. GEER Co. 
(188 Fed. Rep., 731.) 
Northern District of New York, July 3, 1911. 


Suit FOR INFRINGEMENT—]JURISDICTION, 
When a federal court has jurisdiction of a suit between citizens of 
the same state to enjoin infringement of a registered trade-mark, it will 
take jurisdiction to enjoin also acts of unfair competition which are not 
separable from the acts of infringement, but form part of one entire 
course of conduct. When, however, the acts are separable and inde 
pendent, the jurisdiction of the court can not be extended beyond those 
acts which relate to infringement of trade-mark. 
Whether, in such a case, the court can enjoin future acts amount 
ing to unfair competition only, query? 


In Equity. On motion to modify a preliminary injunction. 
Frank C. Curtis, for complainant. 


John IV. Roberts (John T. Norton, of counsel), for defend- 
ant. 


Ray, District Judge.—The parties are both residents and citi- 
zens of the state of New York. The complainant has a valid 
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registered trade-mark, “Trojan,” duly registered after ten years’ 


appropriation and exclusive use. Ile applied it to an ice cream 
disher or spoon, dipper or ladle, for accurately measuring the 
amount of ice cream taken up thereby and so constructed as to 
remove the contents into another receptacle without adhering to 
the disher or spoon. It was also so constructed as to be easily 
and thoroughly cleansed. This spoon or ladle is of simple con- 
struction and has a distinctive and an attractive appearance. It 
was called and known as the “Gem.” It was well known in the 
trade and known as of the complainant’s make independent of 
the trade-mark, “Trojan,” used or placed thereon, but especially 
when that name was found thereon. The complainant used this 
name “Trojan” on other goods of the same class made and sold 
by him. 

Prior to the commencement of this action, the defendant, 
or the company who manufactures, the defendant being a dealer 
only, it is said, commenced manufacturing and selling an ice 
cream dipper, spoon, disher, or ladle, used for the same purpose, 
and which, as to the bowl and some of its parts, resembled the 
spoon of the complainant. This had: “Clipper Disher, Pat. Feb. 
7,05. Geer Mfg. Co., Troy, N. Y.”—on the handle. <A later 
one, more nearly resembling complainant’s spoon or disher, had 
on the handle: “New Clip Disher, Pat. Pend. H. S. Geer Co., 
Troy, N. Y.” Later, and before the commencement of this 
suit, the defendant put out another dipper or ladle approaching 
very much nearer to the general form, construction, and appear- 
ance of the complainant’s spoon or disher, and on the handle of 
this defendant put the words, “Trojan Disher,”’ and on the re- 
verse side, “H. S. Geer Co., Troy, N. Y.” Later defendant put 
on the market an almost exact duplicate of the complainant's 
spoon or disher with the same marks, and later one that merely 
omitted the complainant’s trade-mark on the dipper or ladle 
itself, but which when offered for sale and sold had on the box 
containing it the words: “Trojan Ice Cream Disher. Cup Shape. 
H. S. Geer Co., Troy, N. Y.” And also, “Directions for clean- 
ing Trojan Spoons.” 

The defendant was clearly infringing the complainant’s 
trade-mark “Trojan” and was clearly making and selling a sub- 
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stantial duplicate of the complainant’s dipper or ladle an | taking 
a substantial part of his trade and injuring him in his business. 
The defendant's spoon or ladle as finally made and put on the 
market was such a close imitation or duplication of complain- 
ant’s spoon or ladle that, regardless of the trade-mark, it would 
be easily taken and purchased for the spoon or ladle of complain- 
ant’s make, and confusion did occur. In short, defendant by so 
making its spoon or ladle in the form and style of complainant's 
and putting on same the word “Trojan” was clearly passing off 
its spoon or ladle as that of complainant’s make and intending so 
to do, and in so doing was not only guilty of infringement of the 
trade-mark, but of unfair competition in trade. The defendant's 
spoons or ladles were made by one process, and the infringement 
of the trade-mark and the construction were parts of one act 
and related to this one article. The single purpose of these acts 
was to get complainant's trade. The complainant brought suit 
alleging the facts and characterizing them as both infringement 
of the trade-mark and unfair competition in trade and applied 
for a preliminary injunction restraining or enjoining such acts 
which resulted in a single wrong and damages, viz., the impair 
ment of complainant’s trade by passing off on the public the 
spoon or disher of defendant’s make as those of complainant's 
make. The injunction order was granted and has not, at this 
time, been appealed from. Thereupon, on the commencement 
of this action, the defendant wholly ceased to use the complain 
ant’s trade-mark, “Trojan,” in any place or way. It did not 
longer place it on the spoon or ladle or on the package contain- 
ing it or in its advertisements. In short, defendant ceased to 
infringe the trade-mark, but desires to make or to sell the dip- 
pers, spoons, or ladles made in such close imitation of complain- 
ant’s dippers, spoons, or ladles as above described. 

The injunction order contains a clause which enjoins the 
defendant from making or selling or offering for sale any dipper, 
spoon, or ladle made in such close imitation of the complainant’s 
dipper, spoon, or ladle as to deceive the public or cause the one 
to be taken or purchased as the other, etc.; in short, it enjoins 
the defendant from committing acts in the future in reference 
to this article which amount to unfair competition in trade with 
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x. 


respect thereto, but which acts will not infringe the complainant's 
trade-mark inasmuch as what defendant proposes to do and 
desires to do will not use the word “Trojan” in any way. The 
dipper or spoon defendant desires to make is called “New Troy 
Cup Disher,” instead of “Trojan.” 

Is the injunction broader and more comprehensive than the 
facts justify, the power and jurisdiction of this court in the 
premises considered? As the parties are all citizens of the state 
of New York, this court has no jurisdiction of an action for 
unfair competition in trade pure and simple. It does have juris 


liction of an action between these parties for infringement of 


the trade-mark. 
If acts constituting infringement of a trade-mark and other 

acts constituting unfair competition in trade are separate and in 
1 1 
i 


ol Tf 
er) t 


dependent acts, even thou iey all relate to the same article of 
manufacture, each set of acts constitutes a separate and a dis 
tinct cause of action, of one of which this court has jurisdiction 
and of the other of which it has no jurisdiction. In such a case 
this court could not take jurisdiction of the acts amounting to 
unfair competition only for the reason it has jurisdiction of the 
other separate and distinct acts amounting to infringement of a 
trade-mark. But when the wrongful acts are not separate and 
distinct, but are all done together as one whole, or one act, as 
was the case here, then the facts may be alleged and proved and 
the wrongful acts enjoined. The complainant should not be 
compelled to separate the one act into parts and allege and prove 
in the Cireuit Court of the United Staets those parts of the act 
which constitute infringement of the trade-mark and allege and 
prove in the state court those parts of the same act which amount 
to unfair competition in trade, thus resorting to two tribunals 
— 
I 


t 
LO 


it one wrong, the impairment of his business by the diver 
sion of a part thereof by another. The Circuit Court of the 


United States, having jurisdiction of the parties and of the 


rig 


subject-matter for the purpose of enjoining the infringement of 
the trade-mark, may also enjoin all wrongful acts done in con 
nection with the infringement which augment and aggravate the 


wrong. (Globe-Wernicke Co. v. Fred Macey Co., 119 Fed., 
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696, 703, 56 C. C. A., 304; Siler et al. v. Louisville, etc., R. Co., 
213 U. S., 175, 29 Sup. Ct., 451, §3 L. Ed., 753.) 

In the Globe-Wernicke Case, supra, the court, Lurton, Day, 
and Severns, said: 







“The bill was not founded on two separate matters of transactions 
The conduct of the appellee complained of consisted of the same acts. 
The legal qualities of those acts were in some respects different, and the 
result was that the facts presented a double aspect. It is upon this con 
sideration that such a bill can be sustained against an objection that it is 
multifarious.” 













But can the court enjoin the doing of acts in the future not 
done in connection with and as a part of the infringement of the 
trade-mark or of an infringement thereof for the reason the 
same acts substantially have been done heretofore in connection 
with infringement of the trade-mark? If, having jurisdiction for 














one purpose, the court may retain and exercise jurisdiction for 
every purpose, still that purpose or those purposes must be to 
enjoin or restrain some act or acts done in connection with the 
acts creating the cause of action which gave the court jurisdiction. 
But may the court extend its jurisdiction to and over future acts 
which have no connection with an infringement of the trade- 
mark? In short, I doubt that in this action the court can enjoin 
the doing of acts by the defendant in the future which, if done, 


will amount to unfair competition in trade only.  Saslehner v. 
Eisner & Mendelson Co., 179 U. S., 19, 37, 41, 21 Sup. Ct., 7, 


45 L. Ed., 60, is a case where the trade-mark was infringed and 
the shape of bottles and color of labels copied and the whole 
wrong was righted. In Sarlehner v. Eisner, 147 Fed., 189, 77 
C. C. A., 417, the last headnote reads: 


“That a corporation, and, through it, its officers, agents and servants, 
had been enjoined from further infringing complainant’s trade-marks, 
and from conducting a business campaign of unfair competition, did not 
preclude complainant from obtaining an injunction restraining certain of 
the officers in their individual capacity from performing such ‘unwarranted 
acts.” 















As a condition of modifying the injunction, the defendant 
offers to give a bond to pay all damages, etc., awarded against 
it in the action and to keep an account of its sales. There will 
be an order modifying the injunction so as to permit the defend- 
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ant to make and sell its ice cream dippers, ladles, or spoons which 
do not bear the word “Gem” or “Trojan” in any form or com- 
bination on the article itself or on the package or packages con- 
taining it and which are not advertised as the Trojan spoon, 
dipper, or ladle, provided it executes and files a bond to complain- 
ant in the sum of $5,000, conditioned to pay all costs and damages 
awarded against it in case the court finally holds that it has 
power in this action to enjoin the future making and sale of 
dippers or spoons of the character mentioned entirely discon- 
nected from any infringement of the trade-mark “Trojan,” and 
also keeps an account of its sales to be rendered to this com- 
plainant if directed so to do. 


UNITED STATES DISTRICT COURT 


Matter of the JAysee Corser Company, in Bankruptcy. 


Southern District of New York, November 9, 1011. 


TRADE- MARK—ASSIGN ME? 
\ naked assignment of a trade-mark, unaccompanied by the trans- 
fer of any business to which the trade-mark is appurtenant, conveys 


nothing. <A trustee in bankruptcy, who closes out the business of the 
bankrupt and sells its assets, thereby extinguishes the good will of the 
business and abandons the trade-mark, formerly used in connection 
therewith. He can not thereafter convey a title to the trade-mark. 


Petition for an order restraining a trustee in bankruptcy 


from assigning the trade-mark and good will of the business. 


H.& J.J. Le for the petitioners. 


Charles L,. Greenhall, for the trustee in bankruptcy. 


Houcu, District Judge-——One Joseph Cohen was in business 
before the bankrupt corporation was organized. He owned a 
registered trade-mark which he placed upon goods apparently 
manufactured and sold by himself. He turned over his business 
to the bankrupt corporation which apparently took his assets, 
and assumed his liabilities. He became the president of the cor- 
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peration, but he did not formally assign to the corporation the 
registered trade-mark aforesaid. 

The corporation so formed becan . bankrupt and a trustee 
was duly appointed. Such trustee dic not obtain possession of 
the certificate of registration of trade-mark. Shortly before the 
bankruptey of the corporation, Cohen transferred to a third per 
son the trade-mark, consisting of the letters “J. C.” and “the 
goodwill of the business in which the trade-mark is used.” That 
third person in turn conveyed the trade-mark and goodwill to a 
new corporation, (in which Cohen was interested), which now 
desires to prevent the trustee from making the sale above referred 
to. 

The trade-mark in question, although standing in Cohen’s 
name, was evidently used only in the business of the bankrupt 
corporation. Cohen had no business of his own in which the 
trade-mark was used. 

‘It may be true (as the trustee contends) that the transfer 
of Cohen’s business to the bankrupt corporation and the use by 
that corporation of the trade-mark (obviously with Cohen’s con 
sent) worked by operation of law a transfer of the trade-mark 
itself. Tlowever this may be, it is more obviously true that 
Cohen’s conveyance of the trade-mark unaccompanied by any 
business whatever gave no title to his assignee, and therefore 


none in any subsequent grantee. It is to me clear, on papers sub- 


mitted, that whatever rights the present petitioners may have in 


the trade-mark “J.C.” do not in any way depend upon assign 
ment thereof, but only upon the continued use thereof in the peti 
tioner’s business. Petitioner may well have established by. this 
time a (so-called) common law trade-mark, but that is all. 

The assignment by Cohen of the paper trade-mark was made 
in May, 1910. In due course of time the trustee sold the goods 
and chattels of the bankrupt, but made no attempt to sell the 
goodwill of the bankrupt’s business nor the trade-mark; nor did 
he sell the business as a going concern. The effect of these pro- 
ceedings by the trustee was to kill the goodwill and destroy the 
trade-mark, for it is admitted that this particular kind of trade- 
mark can not pass except in conjunction with the goodwill of the 


business. What has become of the bankrupt’s business? It stop 
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ped by bankrupteyv, was killed by the trustee’s sale, and the pres- 
ent intended action on the part of the trustee is an attempt to 
galvanize it into life again—something which can not be done. 

It results from the foregoing consideration that while the 
present petitioner has nothing ot legal value by reason of any 
assignment from Cohen, neither has the trustee anything to sell. 
Kven if he ever owned the paper trade-mark he only got it as 
legally appurtenant to the goodwill of the business of the bank 
rupt; but such goodwill could not survive the sale of the bank 
rupt’s chattels and the destruction of its business, for exactly the 
same kind of reason that made Cohen's transfer invalid for lack 
of a goodwill to accompany it. The final situation is therefore 
this: the trustee wishes to sell something that he does not own, 
aud indeed something that no longer exists; 1. e.. the goodwill of 
the bankrupt’s defunct business; and the party who seeks to pre- 
vent the sale rests his right to do so upon a worthless assign- 
ment from Cohen. 

It is difficult to say that there is any equity in such a situa- 
tien, but this court has a duty to perform in preventing trustees 
from inadvertently making unwarranted representations. It is 
an error to suppose that the trustee, because he never sold 
the goodwill of the business of the bankrupt corporation, 
still owns it; he can not own that which does not. exist 


If there be no goodwill to sell, then an assignment or transfer of 


1 
I 


the trade-mark or any right or title therein or thereto is worthless. 


The trustee is therefore forbidden to make this sale. 
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1. Trapne-MARK—ASSIGN ME? 


\ transfer, by a trustee in bankruptcy, of the ¢ 


ood will of a bank 
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rupt corporation carries the right to use the trade-name or style under 
which the bankrupt has done business 
2. TrRADE-NAME—ASSIGNMENT—ProPER NAMI 
The above rule applies in the case of a proper name that has be 
come the trade-name of a business, where it was not adopted as an 
assurance to the public that the products of the business are the result 
of the peculiar skill of a certain individual 
TrapE- NAME—ASSIGN MENT—E,XCEPTION. 
\ transfer by the owner of 


stores, conducted under and 11 










ws) 






a business of three out of twenty-one 
connection with the use of such a trade 
name,—the right to use the trade-name being specifically excepted from 
the transfer,—carries no right t 1 the trade-name. That 


as appurtenant to the owner 







J 


right remains exclusively in the grantor, 
ship of the remaining stores. 
4. TrapvE-NAME—INFRINGEMEN1 
Under such circumstances the use, 
stores of the trade-name, “Ke illy,” 
seller and should be enjoined. 
5. TRADE-NAME—INFRINGEMENT. 


by the purchaser of the three 
is a trespass upon the rights of the 






The organization by a former manager of the bankrupt corpora 
tion, Robert B. Reilly Company, of a rival corporation under the name 
IF. V. Reilly Co., and the use by such corporation of the trade-name 
“Reilly” is likewise a t 







respass upon the rights of one purchasing the 
business and good will of the bankrupt. 
6. INFRINGEMENT—DEFENSE—UNCLEAN HANpDs. 







It is no fraud upon the public to continue the 
under which teas and coffees have been sold, notwithstanding the dis 
charge of the employee who formerly mixed them, followed by 

changes in the price and grade of the goods. 
7. TRADE- NAME—RIGHT TO PROTECTION. 
The purchaser of the goodwill and trade-name of a bankrupt cor 
poration is entitled to protection in the use thereof, though it does not 


l 
i 


use of a trade-name 







some 









carry on business under the 





ume of the bankrupt corporation 










In Equity. On the trial of the action. 






Sullivan, Bagley & Wechter, for plaintiffs. 
James Herbert (lVilson E. 1 ipple 


of counsel), for defend- 







ants. 









LEHMAN, J.—On the 27th day of August, 1908, the receiver 







in bankruptcy of the corporation known as the R. B. Reilly Com- 
pany sold the twenty-one stores of the bankrupt company, to- 
gether with and including all the right, title, and interest of said 
receiver of said alleged bankrupt in the leases to each and every 
of said stores and in the good will and name of said Robert B. 
Reilly Company as connected with said business hereby sold and 
with each and every of said stores and stands. 


The plaintiffs 
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claim that they are respectively the lessee and the owner of 
mesne assignments of the goodwill of the bankrupt company. 
They claim that the defendants have induced the public to be- 
lieve that in dealing with the F. V. Reilly Tea Company they are 
dealing with the Robert Lb. Reilly Company or its successor, and 
thereby interfering with the goodwill which belongs to the plain- 
tiff, and they seek an injunction against these acts and damages 
for the injuries already suffered. It appears that, for many years 
prior to his death in the year 1906, Robert B. Reilly was engaged 
in the tea business. His business was conducted for some years 
under the name of C. E. Reilly, his brother; then under the name 
of Robert B. Reilly; and after 1goo by a corporation known as 
the Robert B. Reilly Company, of which he was president. For 
many years the defendant, Herbert St. Clair Heroy, was in his 
employ and in the employ of the corporation. There seems to be 
10 dispute that Heroy was the active manager and had sole charge 
of all the details of the business, and under his management the 
business developed and increased until, instead of having only 
one small office over a saloon, it conducted twenty-one retail 
gh 


the business was conducted under the name of Robert B. Reilly 


stores. During this period it advertised very largely, and, thou 


and the Robert B. Reilly Company, it advertised its products as 


“Reilly’s” teas and “Reilly’s” coffees, and T find that the word 


“Reilly’s” was used as the trade-name of Robert |}. Reilly and the 
Robert B. Reilly Company. About the time of Robert B. Reilly’s 


death, dissensions arose in the corporation, and the defendant 
Heroy was deposed from the management on October 30, 1907. 
The corporation went into bankruptcy in the summer of 1908, 
and its assets and goodwill were sold to the James Van Dyk 
Company, and title is now vested in the plaintiffs, except as t 
three stores which were transferred to EF. M. Osborne & Co., the 
name under which the defendant Osborne is doing business. As 
soon as the defendant Heroy was deposed from the management, 
he organized a new corporation known as the F. V. Reilly Com- 
pany, and that corporation has, both prior and subsequent to the 
sale in bankruptcy, advertised its products as “Reilly’s” teas and 
coffees in stores owned by it, and subsequent to the bankruptcy 
in the three stores owned by the defendant Osborne. 
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The case presents three questions: (1) Have the plaintiffs 


the sole and exclusive right to the name “Reilly’s”? (2) Have 


the defendants wrongfully infringed the right? (3) Do the 
plaintiffs come into equity with clean hands? 

The courts in this state recognize a distinction in the rights 
pbtained by a voluntary conveyance of the goodwill of a business 
and those obtained by a forced sale, as in bankruptcy. There is, 
however, no doubt that the goodwill of a business in its narrow 
sense is transferable in bankruptcy proceedings. (Von Bremen 
v. MacMonnies, 200 N. Y., 41. 51, 93 N. E., 186.) A somewhat 
careful examination of the authorities would seem to show that 
the real distinction between the rights transferred is that a volun- 
tary transfer of the goodwill estops the transferror from inter- 
fering by his own acts with the value of the goodwill transferred, 
while in the case of a transfer in invitum the former owner of 
the goodwill may compete with the transferee exactly as if he 
were a stranger. As far as third parties are concerned, a transfer 
of the goodwill of a business upon a forced sale confers practi 
rally the same rights as a voluntary transfer. 

The name and style under which a business has been con- 
ducted by a partnership firm for a long series of years necessarily 
become attached to and part of the goodwill and are inseparable 
from it. (Slater v. Slater, 175 N. Y., 143, 148, 67 N. E., 224, 61 L. 
R. A., 796, 96 Am. St. Rep., 605.) I see no distinction between the 
name under which a partnership has conducted its business and 
the name under which a corporation has conducted its business ; 
both have voluntarily selected a name under which to conduct 
their business, and, when that name has become attached to the 
business, it passes as part of the goodwill upon either a voluntary 
or involuntary sale. 

It is quite true that no involuntary transfer of the goodwill 
of a business can prevent an individual from doing business 
thereafter in his own name, and possibly the same rule applies 
to a corporation. 

It is possible that the plaintiffs have acquired no exclusive 
right to do business under the name of Robert B. Reilly Company 
if the bankrupt corporation itself should choose to do business, 
but they have acquiréd the right to designate the business they 
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have bought by the name by which it has been known, and they 
have the exclusive right to use the term “Reilly’s” teas and “Reil 
iv's” coffees as the trade-name by which the products of that 


been advertised. These words were used by the 


business have 
‘orporation voluntarily ; they represent no personal skill on the 
part of the individual Robert B. Reilly, and it is quite immaterial 
whether or not Robert B. Reilly conferred upon the corporation 
the exclusive use of his name. So long as he transferred to the 
corporation his business and that business, both individual and 
corporate, was done under the name “Reilly’s,” the right to the use 
‘f the word “Reilly's” passed as part of its goodwill. In this 
respect the case is quite different from Cutter v. Gudebrod Bro- 
thers Co., 36 App. Div., 363, 55 N. Y. Supp., 298, where the cor- 
poration assumed the name “Cutter” to inform the public that 
the silk manufactured by said company or corporation was of a 
certain kind and quality known as Cutter’s silk, or silk goods 
produced by John D. Cutter, and where the court held that the 
corporation, having announced by its trade-names that its prod 
ucts were the result of the skill of John D. Cutter, was com- 
mitting a fraud on the public when it continued the use of those 
names against the will of John D. Cutter, and without the ad 
vantage of his skill. In other words, while a trade-name which 


1 


has been adopted to assure the public that the products of the 


business are the results of the peculiar skill of an individual may 
not be so inseparably connected with the business as to pass with 


he 


its goodwill, a trade-name which has been adopted merely as t 
name under which the business is conducted without regard to any 
peculiar, skill on the part of the individual is.part of the goodwill 
of the business. It, follows that the receiver in bankruptcy has 


9 


transferred the right to the use of the word “Reilly's” as part of 
the goodwill of the Robert B. Reilly Company. 

The defendants, however, claim that, if the receiver trans- 
ferred to James Van Dyk Company the right to use the trade 
name “Reilly’s,” then by parity of reasoning a transfer by it to 
FE. M. Osborne & Co. of three of the stores, “together with all 
the right, title, and interest heretofore acquired by the said James 
Van Dyk Company from William H. Henkel, Jr., as temporary 
receiver of Robert B. Reilly Company, an alleged bankrupt, in 
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and to the fixtures contained in and goodwill of (except the name 
Robert B. Reilly Company) the stores, business, and premises 






formerly leased by the Robert B. Reilly Company,” etc., passed 
to Osborne and his assignees the right to use the name “Reilly’s”’ 
in connection with these stores. If the bill of sale contained 10 
express reservation, then this contention would obviously be 
sound. A consideration of the entire bill, however, has led me to 
the conelusion that it was the intent of the parties to retain not 
only the right to use the name Robert B. Reilly Company, but 
also the name “Reilly's.” 











I have reached this conelusion because 
the bill also contains the following clause: 


“Nothing herein shall be construed to mean that the party of the first 
part (James Van Dyk Company) has agreed to or does in fact assign or 
transfer to the party of the second part its right to use the name Robert 
B. Reilly Company, the party of the first part hereby especially reser\ 
ing to itself the right to use said name, and the party of the 
hereby agrees to remove atl 





second part 





any signs from said premises, if required, o1 
which shall be printed said name of Robert B. Reilly Company.” 










Tt is to be noted that this constitutes not only a reservation 
of the right to use the name Robert B. Reilly Company, but also 


an exception of the right to use that name from the transfer of 
the goodwill of the stores. It is undisputed that, while the stores 






contained large signs bearing the name “Reilly’s,” they contained 
no signs upon which the name Robert B. Reilly Company was 
printed. As I have pointed out above, the name “Reil!y’s” was 
the trade-name under which the corporation did its business, and 
T believe that the parties intended in using the words “the name 
Robert B. Reilly Company” to describe the name by which that 
corporation was usually known and identified. The defendants, 
however, urge that, since the trade-name is inseparable from the 
goodwill and business (Slater v. Slater, 175 N. Y.. 143. 147. 67 
N. E., 224, 61 L. R. A., 796, 96 Am. St. Rep., 605; Falk v. Ameri- 
can-West Indies Trading Co., 180 N. Y., 445. 450, 73 N. E.. 239. 
1L. R. A., [N. S.] 704, tos Am. St. Rep., 778), such an inter- 


pretation is unreasonable and such a reservation illegal. It is 













true that ordinarily the name is inseparable from the business and 
goodwill, and this reservation is enforceable only because the 
James Van Dyk Company retained with the right to use the 
name the entire business of the bankrupt corporation except these 
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three names |stores|. On the other hand, this interpretation 
does not render the transter of the goodwill of these stores nuga- 
tory. It passes to the assignee “the probability that the old cus- 
tomers will resort the old place,” which is the definition 
f “goodwill” given by Lord Eldon in the case of Cruttwell 
v. Lye, 17 Vesey, 335, 340. It passes to him all the goodwill in- 
herent in the business conducted in these stores, except the right 
to claim that business is conducted by the bankrupt corporation 


or its successor. In this regard | have not overlooked the fact 


that the bill of sale is under seal, and that its terms are not to be 
varied or extended. In my opinion, however, the words used are 
sufficient to effectuate the intent of the parties. 

The second question is whether these defendants have un- 
lawfully infringed the plaintiff's property rights. it seems to me 
beyond question that Hleroy and the F. V. Reilly Tea Company 
have infringed these rights. As soon as Heroy was deposed, 
lie organized the I. V. Reilly Tea Company. He interested F. 
V. Reilly, a brother of the deceased Robert b. Reilly, in the cor- 
poration, though Reilly’s practical acquaintance with the tea 
business was slight, and he has apparently taken no personal part 
in the business. Though over three years have passed, he is still 
employed in a bank in New York, and has not yet paid anything 
for his stock. It thus seems quite evident that his connection with 
the corporation was solicited only to give some excuse for the use 
of the name Reilly in the corporate name. It is quite true that 
| 


the motive with which the name was assumed is immaterial: the 


only question before me is whether or not the use of that name is 


calculated to induce in the minds of the public the belief that they 


are dealing with the business owned by the plaintiffs. (Higgins 
Co. v. Higgins Soap Co., 144 N. Y., 462, 39 N. E., 490, 27 L. R. 
\., 42, 43, Am. St. Rep., 796.) It 1s, however, illuminative of the 
personal attitude of the defendant [leroy in connection with the 
acts complained of. I also find that, immediately after the organ- 
ization of the F. V. Reilly Tea Company, Heroy secured leases 
on some of the stores owned by the Robert B. Reilly Company 
and placed in charge of these stores some of the former employés 
of that company. These acts, under the circumstances testified 


to, do not constitute any unfair competition, and in any event un- 
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fair competition before the bankruptcy gives rise to no cause of 
action by the purchaser of the goodwill after bankruptcy; but 
the similarity of name of the corporations, the identity in several 
instances Of the location of the stores and of the store managers, 
coupled with the subsequent advertisement of ‘Reilly’s” teas and 
“Reilly's” coffees, and a warning against fakirs, in my opinion, 
are clearly calculated to induce in the public the belief that these 
stores are the stores of the Robert b. Reilly Company and should 
b: enjoined by a court of equity. 

It is urged, however, that the plaintiffs are not entitled to such 
an injunction, because they do not come into equity with clean 
hands. There is no doubt in my mind but that, until the deposition 
of the detendant [ler V, the teas and cotfees sold ly) the Robert B. 
Reilly Company were mixed by [leroy and the standard fixed by 
him; he was not, however, held out to the world as the basis of the 
reputation of these goods, nor was his skill in mixing their peculiar 
attribute, for he also mixed and bought the teas and coffees sold 
under the name of “Heroy’s” by another company. Moreover, 
it is conceded that any expert could arrive at practically the same 
standards and mixtures. When he left the Robert B. Reilly Com- 
pany, and his skill was no longer at the command of that company, 
the company was, therefore, not deceiving the public by continu- 


ing to sell its goods under the old name. For this reason the 


case of Prince Manufacturing Co. v. Prince Metallic Co., 135 N. 
Y., 24, 31 N. E., ggo, 17 L. R. A., 129, is clearly distinguishable. 
Since the bankrupt company could properly continue to use its 
former trade-name, its assignees could do the same, provided, 
however, that they did not so change the nature of the article 
known by this’ naine as to deceive the public. It does not appear 
that this name applied to any particular mixttire of tea or coffee, 
but to all the teas and coffees sold by the Robert B. Reilly Co. 
\fter the plaintiffs obtained this business, they reduced the price 
of these goods and stopped selling the more expensive mixtures 
as “Reilly's” teas and coffees. They did not, however, change 
any peculiar feature that distinguished those goods from other 
teas and coffees. A business with an established reputation and 
name can not be held to be defrauding the public when it makes 


changes in the price and to some extent the grade of its goods 
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where those goods are not staple articles of fixed and definite in- 
gredients and qualities. 

There is also no merit in the contention that the plaintiffs are 
not entitled to protection for the goodwill of the Robert B. Reilly 
Company because they are doing no business under that name. 
While they are not using the name of that corporation, they are 
using the name “Reilly's” in connection with the stores run by the 
James Van Dyk Company. They are not bound to run the busi- 
ness purchased from the bankrupt under the old name, but may 
run that business in connection with their own business and yet 
enjoy the value of the goodwill bought by them. The defendants 
also urge that the bankruptcy of the Robert 1. Reilly Company 
was caused at least in part by the wrongful acts of James Van- 
Dyk, representing the plaintiffs. | tind no evidence of any such 
wrongful acts. \Van Dyk was asked by the corporation to as- 
sume its management, and his acquiescence in that request was 
not wrongful, and the bankruptcy was precipitated shortly there- 
after by the attachment levied by the defendant Heroy. After 
the attachment the plaintiff had a right to file a petition in in- 
voluntary bankruptcy, and, after a court of competent jurisdiction 
had passed upon the validity of its debt, | should not consider now 
whether or not that debt was enforceable. 

| also can not consider whether or not Van Dyk had ar- 
ranged to sell some of the stores to Heroy after he purchased 
them at the bankruptcy sale. Even if Heroy’s story is true, the 
arrangement was never consummated, and the plaintiffs should 
not, because of a claim of an agreement which the defendant 
has never sought to enforce, be deprived of protection for their 
legal rights. | have rather reluctantly reached the conclusion that 
the injunction should issue also against the defendant Osborne. 
It seems to me that the stores purchased by him were undoubted- 
ly run for his account for some months, and that, by reason of 
that fact and his failure to remove the signs from his store, he 
is not in a position to ask that the complainant be dismis ed as 


against him. 


2 


Settle form of interlocutory judgment 
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Mitssissipp1 WirRE GLAss Co. v. 


Continuous GLAss Press Co. 
(81 Atlantic Rep., 374.) 


October 18, IoIl. 









1. TRADE-NAME—NAME OF PATENTED ARTICLI 
When, during the lifetime of a patent covering a process of manu 
facture, the product has been designated by a descriptive name, the 


name can not, after the expiration of the patent, be monopolized by the 









original manufacturer. Evidence offered after the expiration of the 
patent that the name has a secondary meaning, indicating the latter’s 
goods, in distinction from others of the hke character, is of little 


( 
eight, since during the continuance of the patent the product had no 






ther designation or identifying name and the name was used only in 





2. Unrair COMPETITION—IMITATION OF STRUCTURE OF ARTICLE 












Structural features of an article, embodying advantages of utility 
or necessary to the production of a marketable article, can not be 
monopolized by any manufacturer. The form of mesh used by plaintiff, 
a manufacturer of wire glass, which t original with the plaintiff 


nd had been found to be the best in practice, may be used by any 

competing manufacturer 
3. UNFAIR COMPETITION—IM1ITATION OF APPEARANCE OF ARTICLE 

Such imitation of an article made by another as is necessary to the 

ommercial manufacture of the article, and as arises from the need 

complying with the requirements of the board of fire underwriters, 
governing the use of the article, gives no ground for an action of un 
fair competition. 







In Equity. On final hearing. 







Vessrs. Griggs & Harding, for complainant. 
R. V. Lindabury and Mr. Stoughton, for defendant. 










STEVENS, V. C._—The complainant seeks to obtain an injunc 
tion against the defendant to restrain it, first, from using the term 
“wireglass’” in connection with its manufacture; second, from 
using, manufacturing, or selling glass plates with wire mesh im- 
bedded therein identical with or like that manufactured and sold 
by complainant; third, from doing any act or using any artifice 
calculated to induce the belief that any glass plates with wire 
mesh imbedded therein, and not marketed by complainant, are 
complainant’s. 
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Wire glass is a comparatively new product. It is useful, be- 
cause it prevents the glass in which it is embedded from falling, 
if cracked, and because it is a valuable tire retardant. Its history, 
so far as this country is concerned, is as follows: In 1891, a Mr. 
Forrest showed Frank Shuman a small sample of wire glass hav 
ing a hexagonal mesh about seven-eighths of an inch in diameter 
that had been found in a condemned express package, and asked 
him whether he could get up a machine for making this kind of 
material on a large scale. [le made and patented a process for so 
doing. “Everybody” says \ir. Shuman in his evidence, “connected 
it with the sample, and the men working at the experimental! 
works, instinctively called it ‘wire glass.” A commercial article 
was produced which, Mr. Shuman says, “was practically the same 
in form, size, and shape of mesh” as the sample. The process 
patents for its manufacture were taken out in 1892. In that year 
the Wire Glass Company and the American Wire Glass Manu- 
facturing Company were incorporated in Pennsylvania to manu- 
facture the article, and the Shuman patents were transferred. 
They have now expired. In 1894, the complainant, the Missis 
sipp1 Wire Glass Company, acquired the rights of the American 
Wire Glass Manufacturing Company, and has ever since been 
engaged in the manufacture of wire glass. Prior to 1901, three 
other companies began to manufacture it, but were soon absorbed 
by the complainant. In«june, 1g01, the defendant company was 
incorporated. It first manufactured a wire glass which it called 
‘Sinusoidal,’ on account of the peculiar waviness of the wire. 
The wire went from face to face of the glass, and did not lie in 
one plane through its center. But its manufacture in this way 
was, according to Mr. Cox, its president, soon abandoned, because 
of a change in the rules of the National Board of Underwriters; 
the new rules requiring “the plane of the wire mesh to be practi 
‘ally midway between the two surfaces of the glass.” 


The glass now manutactured by defendant is very similar to 


that manufactured by complainant It has, however, two dis 
tinguishing marks—the so-called ghost mark, made by the intro- 


duction of the wire into the melted glass, and the cable strand. 
or double wire, inserted for the purpose of identification, and 


appearing at intervals of nine inches. Of these, the latter is the 
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more easily seen. Unless pointed out, they would probably not 
be remarked by the ordinary observer. As distinguishing marks, 
they enable the expert, be he manufacturer, engineer, or architect, 
t» identify the manufacture. 

It seems to me plain that the complainant has no property 
right in the name. It is accurately descriptive of the article. It has 
been its name in this country ever since it was made, either by 
complainant or by others, and in Germany (draht glass) for as 
jong as or longer than it has been here. [ut it is said that, though 
originally descriptive, it has acquired a secondary meaning; that 
it means the product of complainant. As to this, | need only refer 
to what was said in Cellular Clothing Co. v. Maxton & Murray 
(1899) A. C., 326. There the effort was to persuade the House 
of Lords that the word “cellular,” as applied to woven underwear, 
had come to be understood as meaning the manutacture of plain 
tifl. After referring to the case of a fancy name which is capable 
of exclusive appropriation, Lord Shand says: “A wholly different 
principle must apply in the case of goods which are sold under a 
merely descriptive name. If a person employing a word or term 
of well-known signification and in ordinary use, though he is not 
able to obtain a patent for his manufacture, and although he has 
not got the protection of a registered trade-mark for the goods 
he is proposing to sell, is vet able to acquire the right to ap- 
propriate a word or term in ordinary use im the English language 
to describe his goods, and to shut others out from the use of this 
descriptive term, he would really acquire a right much more 
valuable than either a patent or a trade-mark; for he and his 
successors in business would gain the exclusive right, not for a 
limited time, as in the case of a patent, but for all time coming, 
to use the word as applicable to goods which others may be 
desirous of manufacturing, and are entitled to sell and manufac- 
ture as well as he.” And Lord Davey says: “There are two 
observations which must be made. One is that a man who takes 
upon himself to prove that words which are merely descriptive 
or expressive of the quality of the goods have acquired the 
secondary sense to which I have referred assumes a much greater 
burden, and, indeed a burden which it is not impossible, but at 
the same time extremely difficult, to discharge, a much greater 
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burden, than that of a man who undertakes to prove the same 
thing of a word not significant and not descriptive, but which has 
been compendiously called a ‘fancy’ word. The other observa- 
tion which occurs to me is this: That where a man produces or 
invents, if you please, a new article and attaches a descriptive 
name to it—a name which, as the article has not been produced 
betore, has of course not been used 1n connection with the article 

and secures for himself, either the legal monopoly or a monop- 
oly in fact of the sale of that article for a certain time, the evi- 
dence of persons who come forward and say that the name in 
question suggests to their minds and is associated by them with 
the plaintiff's goods alone is of a very slender character, for the 
simple reason that the plaintiff was the only maker of the goods 
during the time that the monopoly lasted, and therefore there 


was nothing to compare with it, and anybody who wanted the 


goods had no shop to go to, or no merchant or manufacturer to 
resort to, except the plaintiff.” These observations are directly 
applicable to the case in hand. The article “wire glass” was 


necessarily understood to be of complainant's manufacture while 
tt alone manufactured it. but competitors soon appeared and 
called their product wire glass, and sold it under that name. 
Aside from the difficulty on the score of time, the evidence fails 
to convince me that it has been generally used to denote com- 


plainant’s product in contradistinction to the product of others. 


Complainant's next contention is that, while it has no exclu- 
sive right to manufacture wire glass, it has the right to enjoin 
defendant from manufacturing glass with a mesh similar to or 
identical with complainant’s; in other words, that defendant 
can not put into its glass a wire mesh of the same form, size, and 
thickness of wire as complainant puts into its. As I have already 
said, the mesh used by complainant was not original with it. It 
was copied from a sample found in a condemned express package. 
lf complainant’s contention be sound, then, although it has no 
patent and could not obtain one, it has the right for all time 
exclusively to manufacture the article in a form which has been 
used before, and which it only copred—a much more valuable 


monopoly than that which any patent could have given it. It 
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is obviously not the law that different manufacturers may not 
manufacture the same unpatented article in competition. 

We come then to the last contention, viz., that defendant 1s 
using artifice to induce the public to believe that its goods are com- 
piainant’s, and that it 1s endeavoring to pass off its goods as 
such. The mere fact that defendant makes and sells a similar 
article and calls it wire glass is not, of itself, evidence of such an 
endeavor. I fail to find any proof of what may be called “un- 
necessary imitation; imitation designed te mislead. The evi- 
dence shows that variations in the form and appearance of the 
product must be slight, 1f a merchantable article is to be manu- 
factured at all. The rules of the National Board of Fire Under 
writers make this very clear. 

Rule b, as found in the edition of 1go1, reads as follows: 
“No glass shall be accepted of less thickness than one-quarter of 
an inch (full) if rough plate, ribbed or figured,” etc. Rule c. 
“No glass shall be accepted with mesh larger than one inch and 
with such mesh, no wire of smaller size than No. 22 B. & S. wire 


rauge shall be used.” In the edition of 1906, rule ¢ was altered. 


a 


(he maximum size of mesh was changed from one to seven- 
eighths of an inch, and the size of wire to “nothing smaller than 
24 B. & S. gauge,” instead of 22 B. & S. gauge. In other 
words, permission was given to use a wire whose gauge was very 
slightly and to the ordinary observer imperceptibly smaller than 
was prescribed before. 

The evidence would indicate that the hexagonal shape has in 
this country at least, been found to be the best in practice. Mr. 
Cox says that it tends to keep its shape, and that the optical effect 
of it is better. Be this as it may, the hexagonal shape is that 
of the original sample, and the compiainant has no exclusive 
property in it. 

Now, as the glass is sold largely, if not principally, as a fire 
retardant, it is obvious that if it is to be put upon the market 
compliance with the rules of the underwriters is of the first im- 
portance, for it means reduced insurance rates to the consumer. 
According to these rules, the glass must be at least one-quarter 
of an inch thick. No manufacturer is likely to waste material 
iti making it thicker, if he is not obliged to. Then the mesh must 
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be of no greater diameter than seven-eighths of an inch and no 
sinaller than gauge 24 B. & S. If the manufacturer would com- 
pete successfully with his rival, he is not willingly going to use a 
wire thicker and harder to cut or a mesh smaller than the labora- 
tory experiments conducted by the underwriters have shown to 
answer the purpose. li this be conceded, and if the hexagonal 
shape may be used, then the limit of variation is very small indeed. 
It would be hardly noticeable by the ordinary observer. In tlus 
aspect of the case, it is like that of two manufacturers selling in 
competition the same product, be it glass, cloth, or other staple 
article. 

The correspondence with the Wickwire Bros., so largely 
relied upon, is capable of a twofold construction. These gentle- 
nen are manufacturers of wire mesh, and they supplied the 
complainant with it. They also, in the beginning, supplied de- 
fendants with it, making for them a slightly thicker wire. After 
a while, Mr. Cox wrote for a thinner wire (No. 24. Washburn 
& Moen gauge) “exactly the same mesh as the Mississippi Co. 
uses.” Now Cox may have written this with intent to imitate, or 
with intent merely to characterize and expiain. He says it was with 
the latter intent; that he had found that the jobbers were com- 
plaining that his glass was harder to cut; and that, there having 
arisen between himself and the Wickwire Bros. a misunder- 
standing as to what was meant by the appellation “24 B. &. S.,” 
he wanted to make his meaning perfectly clear. Now, I take it, 
that if he had the right to use the wire at all he had the right to 
characterize it in terms that were unmistakable. If anything was 
going to deceive the public, it was the wire itself, after it was 
put into the glass, not the description of it, intended only for 
its maker. If it was lawful for defendant to use that kind of 
mesh, I am at a loss to understand how the order so given could, 
in the words of the praver for injunction, be regarded as an 
article calculated to induce in the public the belief that defend- 
ant’s glass was of complainant’s manufacture. The case comes 
down to this: Could defendant lawfully use hexagonal wire mesh 
of the gauge 24 B. & §.? If it could, it can not be held that it 
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was intending a fraud, when it described it as it did to the Wick 
wire Bros. 

Ilas the defendant, then, having the legal right to make the 
wire glass, put it upon the market under false colors? There is 
no proof that it has. It labels each sheet with its own name, in 
the ordinary way, and it distinguishes it further by the ghost 
mark and by the cable strand inserted every nine inches—a 
method of differentiation acceptable to and accepted by the board 
of underwriters. There is some evidence that jobbers have oc- 
casionally substituted defendant’s glass for complainant's, but 
the proof does not show that this kind of practice has been sanc 


tioned or encouraged by defendant. 


I think the bill should be dismissed, with costs. 
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Ex Parte, MEYER 








Broruers Corres & Spice Co. 








Septem ber 8, 







Descriptive TERM—“Tropny.” 

The word .“Trophy” is descriptive and not registrable as a trade 
mark, since it would indicate to the purchaser that the superior quality 
of the goods to which it was applied had been recognized by the award 
of a prize or trophy. 











Carr, for the applicant. 


TENNANT, Acting Commissioner.—This is an appeal from a 
decision of the Examiner of Trade-Marks refusing to register 
a trade-inark for coffee which includes the word “Trophy, upon 
the ground that the same is descriptive in character. 


It is admitted by the applicant in his argument that 


no legal doctrine is in dispute on this appeal If the word “Trophy” 
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is descriptive, it is not a valid trade-mark, and if it is not descriptive of 
coffee, it 1s a valid trade-mark 


The word “Trophy” is defined in the Century Dictionary as 


follows : 


1. A monument or memorial in commemoration of a victory. 

2. Anything taken and preserved as a memorial of victory, as arms, 
flags, or standards captured from an enemy 

3. Something regarded as a memorial or evidence of victory; a prize 


It is clear from this definition that the word “Trophy” would 
indicate to the purchaser that the appellant’s goods had been 
recognized as of superior quality by the presentation of a prize 
oi “trophy.” Trade-Marks of this character have been uniformly 
refused registration, for reasons fully set forth in the decision in 
ex parte Bissell Carpet Sweeper Company, (104 O. G., 2148, and 
104 O. G., 2149.) It was also held in the case of Taylor v. Gillies 
(59 N. Y., 331) that the words “Gold Medal” did not indicate 
origin or ownership, but rather quality of the merchandise. 


[ find no error in the decision of the Examiner of Trade 


Marks, and it is accordingly affirmed. 


Ex Parte, Tur Dry MILK Co. 


(171 O. G., 744. ) 


September 28 IOTT. 


1. Stminariry oF TRApDE-MARKS—DUPLICATION 

The fact that one mark shows a duplication or multiplication of the 
sole or principal feature in another mark is not, in itself, conclusive 
against registration, since the arrangement or manner in which th 
units are displayed may become the predominating feature in such a 
mark 

2. CONFLICTING MARKs. 

\ trade-mark consisting of the representation of twenty milk cans 
arranged in the are of a circle, with a tuh lying upon its side at the 
middle of the row, so nearly resembles a registered mark, consisting of 
the representation of a single milk can, as to be likely to cause con 


fusion in the minds of the public 
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Messrs. Calver & Calver, for the applicant. 









Moorrt, Commissioner.—This 1s an appeal from the decision 
of the Examiner of Trade-Marks, refusing the appellant registra- 
tion of a mark for desiccated milk or milk-powder, which consists 
in the representation of twenty milk-cans arranged in the arc 
of a circle and a tub or firkin lying upon its side at the middle 
of the row. 






Registration was refused on the ground that the mark so 
nearly resembles the registered mark of the Van Camp Condensed 
Milk Company, No. 42,177, as to be likely to cause confusion in 
the mind of the public. The registration referred to discloses a 













mark consisting of the representation of a single milk-can. The 
Examiner held that in both cases the goods would be likely to 
be known as the “Milk-Can” brand and that confusion would 
therefore be apt to arise. 

The fact that one mark shows a duplication or multiplication 
of the sole or predominating feature in another mark is obviously 


not in itself conclusive against registration, since the arrange- 







ment or manner in which the units are displayed may become 
the predominating feature in such a mark. 

In the present case, however, | am of the opinion that the 
impression upon the mind created by the respective marks is so 


similar that confusion would be apt to result from their con- 







current use upon goods of the same descriptive properties. As 
was said by the Court of Appeals of the District of Columbia in 
Wayne County Preserving Co. v. Burt Olney Canning Co., (140 
QO. G., 1003; 32 App. D. C., 279:) 





The property right in trade-marks is a valuable on 
protection from those who would profit 
should resolve the doubt, if any exists, i1 
and user in good faith. 


and is entitled to 
by its imitation, and the court 
favor of the prior registrant 








The decision of the Examiner of Trade-Marks is affirmed. 
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INDEPENDENT BREWERIES COMPANY. 


1. CONFLICTING TRADE-MARK “AMBER” AND “AMBER BEAD.” 
The mark “Amber Bead” so nearly resembles the mark “Amber’ 
to be likely to cause contusion, if their contemporaneous use on 
goods of the same descriptiy ‘operties is permitted. 
Goops OF THE SAME Des ‘TIVE PROPERTIES—BEER AND MALT BEVER 
\GI 


Beer and a beverage “prepared in part from malt and containing 
less than one-half of one per cent of alcohol” are goods of the same 
descriptive properties, within the meaning of section five of the Trade 


Mark Act. 


Wessrs. Carr & Carr and Mr. i. S. Clarkson, for the appli- 
cant. 


Moore, Commissioner.—This is an appeal from the decision 
'¥ the Examiner of Trade-Marks refusing to register the words 


‘Amber Bead” as a trade-mark for a beverage composed in part from 


malt and containing less than one-half of one per cent of alcohol 


] 


Registration was refused by the Examiner of Trade-Marks 
in view of registration No. 69,095 to the George Weidman Brew- 
ing Company of the word “Amber” as a trade-mark for beer. 

It is contended by appellant that its mark does not so closely 
resemble the registered mark as to cause confusion, and that the 
goods upon which the marks are used are of different descriptive 
pre yperties. 


The Court of Appeals of the District of Columbia im re S.C. 


Herbst Brewing Company (134 O. G., 1565; 30 App. D. C., 297) 


held that the words “Chancellor Club” so closely resembled the 


registered mark “Club Cocktail” as to be likely to cause confusion 
and that the former mark was therefore not registrable. The same 
court in the case of the Peter Schoenhofer Brewing Company 
v. Maltine Company (134 O. G., 1804; 30 App. D. C., 346) held 
that a mark consisting of the compound word “Edelweiss-Malt- 


ine’’ was not registrable in view of the prior use of the word 


“Maltine” as a trade-mark for goods of the same descriptive 








3 360 Pri TRADE-MARK REPORTER 




















properties. Following the rulings of the court in the above cases, 
it is believed that there is no question but that the marks, al 
though not identical, so nearly resemble each other as to be likely; 
to cause confusion and to come within the prohibition of section 
3 of the Trade-Mark Act, provided they are used upon goods of 
the same descriptive properties. 

Concerning appellant's contention that the goods upon which 
the marks are used are not of the same descriptive properties, 
it is noted that the registration states that the word “Amber” is 
used as a trade-mark for “beer, in Class 48, Malt extracts and 


liquors.’ Appellant's application states that 1ts mark is used 







for a beverage prepared in part from malt and contaming less than on 
half of one per cent of alcohol, Class 48, Malt extracts and liquors 


It is well known that beer is a malt preparation, and it ap 









pears to be common to designate all malt liquors as “beer,” 
(Century Dictionary). Appellant's label indicates that its bever 
age is manufactured at the plant of the “National brewery.” 
Upon this question the following decisions are considered pert 
nent: 


In the case of Gerst v. Strehlow, (157 O. G., g99,) where a 
similar contention was made, it was held that a beverage con 
taining approximately one-half of one per cent alcohol and brewed 
from malt hops and a beverage consisting of a mixture of a 
“beering compound” and beer charged with carbonic acid gas 


were goods of the same descriptive properties. 





In the case of the Peter Schoenhofer Brewing Company (134 
O. G., 1805; 30 App. D. C., 340) the court held that “Maltine”’ 
and ‘Edelweiss-Maltine” were goods of the same descriptive 









properties, although the former contained a trace of diastase but 
no alcohol or carbonic acid, while the latter contained both alcohol 
aud carbonic acid but no diastase, and the common ingredients 
differed in proportions. 

In the case of Ilalter Baker & Co. v. Harrison (138 O. G., 
770; 32 App. D. C., 272) the court held cotfee and cocoa to be 
FO! xls of the same descriptive pre yperties. 


In the case of Phoenix Paint and |l’arnish Company v. John 
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damaged by the registration of applicant’s mark, especially as the for 
mer was not the first to use the representation of an elephant upon 
goods of the same character as applicant’s. 


Messrs. Steuart & Steuart, for Collins and Company. 
Messrs. Gocpel oy Goepel, for Meyer. 


TENNANT, Assistant Commissioner.—This is an appeal by 







Meyer from the decision of the Examiner of Interferences sus- 
taining an opposition filed by Collins and Company against the 
registration of a trade-mark to Meyer for shirtings, cambrics, 
drills, checked and striped cottons, etc., consisting of the repre- 






























sentation of an elephant standing upon its hind legs wearing 
trousers and a coat and holding in one elevated foot a pair of 
scissors, a piece of cloth being thrown over the other elevated 
leg. 

In the notice of opposition Collins and Company alleges that 
it is the owner of a trade-mark consisting of a representation of 
an elephant associated with the words “Elephant Brand” as ap- 
plied to cambrics, cotton merinos, cotton piece goods, and cot- 
ton shrunks, which trade-mark was registered in the United 
States Patent Office by the predecessors in business of the opposer, 
No. 62,451, and that the trade-mark consisting of the representa- 
tion of an elephant and words “Elephant Brand” as applied or 
affixed to textile fabrics of the same descriptive properties was 
used by it anterior to any other use of any other person, firm, 
corporation, or association and anterior to its use in the United 
States of .\merica by the applicant; that by reason of this fact 
the opposer believes that it would be damaged by said registra- 
tion. 

The applicant in his answer asserts that the notice of opposi- 
tion duly verified by the opposer was not filed within thirty days 
after the date of publication. The applicant further answering 
denies that the opposer is likely to be damaged by the applicant's 
mark for the reason that prior to the date of adoption by the 
opposer the representation of an elephant had been used by the 
Exposition Cotton Mills of Atlanta, Ga., upon textiles of various 
varieties, among which are found goods of the same class as those 
upon which the opposer alleges use of its mark. 
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The Examiner of Interferences held that there was no 
irregularity in the filing of the notice of opposition, since a for- 
mal opposition signed by the attorney was filed within the 
thirty days and was duly verified by the authorized officer of the 
corporation in whose behalf the opposition was filed within two 
days after the filing of the notice of opposition. He found that 
the testimony presented in behalf of the opposer established a date 
of adoption and use prior to any which could be accorded to the 
applicant, and that, inasmuch as both marks include the picture of 
an elephant and were applied to goods of the same descriptive 
properties, the opposer would be likely to be damaged by the regis- 
tration of the applicant's mark, and therefore sustained the 
notice of opposition. 


It is urged in behalf of the appellant that section 6 of the 
Trade-Mark Act, which provides for the filing of a notice of op- 


position by attorney, can not be applied to the present case because 
it was within the power of the opposer at the time the notice of op- 
position was filed to have filed the same in person, and attention 
is directed to the discussion before the Committee on Patents in 
respect to the amendment which introduced the clause permitting 
an attorney to file such opposition. 


The portion of the statute referred to is as follows: 


\ny person who believes he would be damaged by the registration of 
a mark may oppose the same by filing notice of opposition, stating the 
grounds therefor, in the Patent Office within thirty days after the publica- 
of the mark sought to be registered, which said notice of opposition 


be verified by the person filing the same before one of the officers 
mentioned in section 2 of this act. An opposition may be filed by a duly 
iuthorized attorney, but such opposition shall be null and void unless veri- 
filed by the opposer within a reasonable time after such filing. 


There is in the terms of the statute no qualification as to the 
verification of notice of opposition by the opposer except that 
it shall be within a reasonable time. Obviously, the notice of op- 
position in the present case was verified within a reasonable time, 
for the verification was filed within two days aiter the opposition 
was filed by the attorney and within one day of the expiration of 
the thirty days allowed by law. 

The ruling of the Examiner of Interferences that the opposi- 
tion was proper is sustained, 
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The testimony presented in behalf of the opposer clearly 
shows adoption and use of a trade-mark consisting of the repre 
sentation of an elephant, with trunk elevated, in the act of walk 
ing, upon shrunk interlinings alone, (Ray, (J. 24, XQ. 72; Demp- 
sey, QO. 29, XQ. 84,) as early as January or February, 1896, and 
continuous use of the same since that time. No testimony was 
taken to establish a particular date of use by the applicant of its 
mark. The testimony presented in behalf of Meyer consists of 
the depositions of two witnesses, Robert C. McCall and Charles 
D. Tuller, showing that a picture of an elephant almost identical 
with that of the opposer had been used upon certain cotton goods 
made by the “Exposition Cotton Mills” of Atlanta, Ga., continu- 
ously since 1888, which is several vears prior to the date upon 
which the opposer’s mark was adopted. McCall is the overseer 
of the cloth-rooms of that company and testifies that he has been 
in its employ since the year 1888, and that this trade-mark has 
been continuously used upon cotton fabrics during the entire 
period. He identifies the registration by the I. xposition Cotton 
Mills, registered September 28, 1g08, No. 70,756, as showing a 
facsimile of the trade-mark used by that company. ‘Tuller states 
that he is the president of the Exposition Cotton Mills, and has 
been ever since the mills were started twenty-seven years ago; 
that the mark was used long prior to 1890, and had been used con- 
tinuously since that date on shirtings, drillings, and several other 
classes of goods. It thus appears that the opposer was neither the 
first to adopt the representation of an elephant, broadly, as a 
trade-nark for cotton goods, nor the first to adopt the identical 
mark now used by it. Shrunk interlinings have for several years 
been uniformly held by this Office to be goods of a special char 
acter and of different descriptive properties from drillings, sheet- 
ings, etc., and this difference in goods was asserted by the opposer 
during the prosecution of its application for registration which is 
referred to in the notice of opposition. The record of that ap- 
plication shows that registration of Collins and Company’s trade- 
inark was refused in view of a prior registration of the Massa- 
chusetts Cotton Mills, No. 30,611, October 5, 1897, of the repre- 
sentation of an elephant’s head as a trade-mark for shirtings. 


In an argument presented by the applicant, which apparently re 
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sulted in the allowance of the opposer. registration, the follow 


ing statement was made 


It is thought that the trade-mark of the Massachussets Cotton Mills 
(No. 30,011), which was selected by the Examiner at a recent interview, 
should not be insisted upon as an anticipation. This mark shews that 
it is used on heavy shirtings: a distinct class of goods fron’ ‘otton 
shrunks If it is still thought that the registration of th» mark 
should be adhered to, applicant desires to be informed as to what e\ 
lence would be required, if any, to show that the classes of goods are 
separate and distinct 


\ 


Whether the merchandise upon which the marks of the op- 
poser and the applicant are used are of the same descriptive 
roperties is, however, in my opinion, immaterial to the decision 
n this case, for the trade-marks themselves are so different that 
there would be no likelihood of confusion in the mind of the 
public by the concurrent use of the same. The mark of the op 
poser 1s the representation of an elephant in its natural or wild 
state; that of the applicant is a fanciful figure which conveys a 
listinctly different impression to the mind. In my opinion the 
ruling of the court of appeals in the case of Nestle <> Anglo-Swiss 
Condensed Milk Company vy. Ilalter Baker & Company, Limited, 
(167 O. G., 756.) is peculiarly applicable to the present case. In 
that decision it is held that the representation of a milkmaid as- 
sociated with the words “Milkmaid Brand” did not so closely 
resemble a mark consisting of a waitress dressed in Quaker or 
Puritan costume, carrying a tray, as to be likely to cause con- 
fusion in the mind of the public, although the testimony showed 
that the goods of the latter were often designated by purchasers 
as “the chocolate with the picture of a lady on it.” In that case 
the court said: 


ence. (Leschen « Sons Rope Co. v. 


\fter all, in a case of tl ind, an ocular inspection of the marks 
mstitutes the most satisfactory evid : 
derick Bascom Rope C present term: Layton Pure Food Co. \ 
hhurch & Dwight Co., 182 Fed., 24.) 
\s above noted, appell opied rather than originated its mark 
Indeed, if its contentions in [Valter Baker Co. v. Harrison (32 App. D. C., 


> 


272) and in the present case should be accepted to their full extent, it 
would be a question whether it ever had any right at all to the mark 
Certain it is that not being the originator of the mark it has no right 
exclude every one else from using the representation of a woman as 
trade-mark upon similar goods (Liggett « Vyers Tobacco Co. v. 


+ 
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Finzer, 128 U. S., 182,) conceding for the purposes of this case only that 
it might have had that right had it been an originator instead of a copier 
Assuming, therefore, that each of the parties to this proceeding has the 
right to the representation of a woman as a trade-mark, the only question 
before us, our jurisdiction being purely statutory, is whether the marks 
in issue are so nearly alike as to deceive purchasers and therefore cause 
confusion in trade. 


A similar ruling was made by the Court of Appeals of the 

















District of Columbia in the case of The Muralo Company v. 
National Lead Company, (165 O. G., 475.) 

In view of the dissimilarity of the marks and of the fact that 
the opposer was not the first to use the representation of an 
elephant as a trade-mark upon goods of this character, I ari of 
the opinion that the opposer would not be likely to be damaged 
by the registration of the applicant’s mark. 

It is adjudged that the applicant is entitled to register his 
trade-mark, notwithstanding the notice of opposition, and the 
opposition is accordingly dismissed. 

The decision of the Examiner of Interferences sustaining the 
notice of opposition is reversed. 


Ex PARTE, Lor’. 














(172 O. G., 261.) 


4 











October of ROTI. 





DescripTtivE TERM—DISTINCTIVE Form. 
Writing a descriptive word in a distinctive form does not render 
it registrable as a trade-mark. 
2. Descriptive TERM—“PENNyY A Pounp Prorir.” 
The phrase “Penny a Pound Profit” is descriptive as applied to 
candy. 







Messrs. Munn & Co., for applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
the decision of the Examiner of Trade-marks refusing to register 
the word “Candy” with a panel crossing the letters “A N D,” 
which bears the words “Penny a Pound Profit,’ as a trade-mark 
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lor “mixed candy, fudge, hard candy, caramels, marshmallows, 
chocolates, chocolate molasses butter chips, and bonbons.” 

The Examiner refused registration upon the ground that 
the word “Candy” is descriptive of the merchandise and that 
the words “Penny a Pound Profit” indicate that these goods are 
sold at a small profit and are therefore descriptive of the char- 
acteristics of the goods and advertising in character. 

The applicant, in a communication dated January 25, 1909, 
calls attention to the fact that the band on which the words “Penny 
a Pound Profit” appear crosses only the letters “A N D,” and thus 
provides a distinctive mark, and that those words are not descrip- 
tive of the particular quality of the goods, but refer merely to the 
lusiness as a whole. 

These contentions of the applicant are believed to be without 
substantial foundation. The fact that the descriptive word 
“Candy” may be written in a distinctive manner does not confer 
registrability upon it, for reasons stated in H. W. Johns-Manville 
Co. v. American Steam Packing Company, (145 O. G., 2573; 33 
\pp. D. C., 224. 


The phrase “Penny a Pound Profit” is, in my opinion, clearly 
descriptive of the quality of the goods. It is certainly of an adver- 


tising character and is for that reason also prohibited registra- 
tion for reasons stated in in re Central Consumers Co. (140 O. G., 
i211; 32 App. D. C., 355) and in re Anti-Cori-Zine Chemical 
Company, (151 O. G., 452; 34 App. D. C., 191.) 

The decision of the Examiner of Trade-Marks refusing re- 
gistration of the mark above described is affirmed. 


Ex PARTE, Scorr PAPER COMPANY. 
(173 O. G.,, 287.) 
October 24, IgII. 


1. Descriptive TERM—“Scotissuzk Towets.” 
\ mark consisting of the words “Scotissue Towels” is properly 
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refused registration as a trade-mark for paper toweling because d« 
scriptive of the goods. 
DescriptivE TeERM—DistinctivE Form. 

A mark which is descriptive is not made registrable by displaying 
it in a distinctive manner. 


Mr. Rudolph M. Hunter, for the applicant. 


BinLinGs, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
register to the Scott Paper Company a mark for paper toweling 
consisting of the words “Scotissue Towels.” 

Registration was refused upon the ground that the mark 
consists of the surname “Scott” and the descriptive words “tissue” 
and “towels,” notwithstanding the fact that in writing them the 
words “Scott” and “tissue” were joined and two of the “t's” 
thus falling together omitted. 

Applicant contends that it has coined a new word by a clever 
combination of the words “Scott” and “tissue” and that it is 
improper forthe Examiner to dissect the word in the manner 
above indicated for the purpose of holding it to be composed of a 
surname and a descriptive word. 

The word “towel” is admittedly descriptive. The word 
“Scotissue” when pronounced has exactly the same sound as 
the words “Scott” and “tissue,” and the meaning of the ex- 
pression as displayed by applicant is so apparent from a mere 
inspection of the mark that there is no escape from the con- 
clusion that the Examiner's interpretation thereof is correct. 


The applicant has further suggested that the mark is distinctively 


displayed, even if descriptive in character. The statute, however, 
makes no provision for registering descriptive terms when dis- 
played in a distinctive manner, and registration has heretofore 
been refused under such circumstances. (Ex parte F. Blumen- 
thal & Co., 130 O. G., 2068; in re Crescent Typewriter Supply 
Co., 133 O. G., 231; 30 App. D. C., 324.) 

The decision of the Examiner of Trade-Marks is affirmed. 
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Ex PARTE, SANITARY KNITTING Co. 


(173 O. G., 286.) 


4s 


1. Descriptive Term—Fi 


The equivalent in ; reign 1: of a descriptive word is un 
registrable 
2. Descriptive TERM—“SANK 
The word “Saniga,” the Esperanto word for sanitary is unregis 
trable as a trade-mark r underwear and hosiery, since the word is 
descriptive of such goods. 


Mr. H. GC. Underwood, tor the applicant. 


Moorr, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register a trade- 
mark for underwear and hosiery consisting of the representation 
of a torch, across which is written in large black letters the 
word “Saniga.” 


“Saniga” is the Esperanto word for “sanitary.” It is ad- 


mitted by appellant that “sanitary” would be unregistrable as 


descriptive of the goods and that the equivalent thereof in any 


foreign or even dead language would be likewise unregistrable 
in view of certain decisions cited by the Examiner of Trade 
\arks. 

The applicant's contention 1s, however, that Esperanto is 
not a language within the meaning of these decisions and that 
it is improper for the Office to refuse registration where such 
refusal depends upon the recognition of Esperanto as a language. 
The following appears in volume 4 of Nelson's Encyclopaedia, 
perpetual loose-leaf edition, published by Thomas Nelson and 
Sons, New York, London, Edinburgh and Toronto: 


Esperanto is an internation: anguage constructed from elements 
largely common to the rvan tongues 
x x * 
It has been introduced as an international auxiliary language—in com 
merce, to save translating and preparing new advertising matter for the 
extension of business into new territory 
; x * 
In 1906 the London Chamber of Commerce placed Esperanto on its 
examination-list, and it is one of the subjects for teachers’ certificates in 
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Great Britain. It is a study already introduced into many schools and 
colleges, especially in France, Germany and England. In tg1o the Board 
of Education of London reported that Esperanto had been introduced 
into thirty-three of that city’s schools. In 1910 the Legislature of Mary 
land enacted a law placing Esperanto among the fundamental studies ot 
that State; and it is being introduced elsewhere in the United States 


In Dresden, 175 commercial firms were employing the language in 1909 
* * * + + 








. * * * 

The formal recognition given the language is gradually increasing 
Twelve foreign governments were officially represented at the Sixth 
International Esperanto Congress in Washington, while the U. S. War 
and Navy Departments, the U. S. Bureau of Education, and the States 
of Oregon, South Carolina, Florida, and Louisiana sent official delegates 
The central office of the Esperanto Association of North America is in 
Washington, D. C., from which desired information may be obtained. 

















It is believed that under such circumstances this Office is 
justified in recognizing Esperanto as a language in a case of 
this kind. 

The present application therefore falls under those decisions 
which hold descriptive marks unregistrable even though expressed 
in languages other than English. 


The decision of the Examiner is affirmed. 


Ex PARTE, WESTERN ELectrrRic COMPANY, 











(173 O. 





G., 286.) 












November 15, 1911. 


DescriptivE TERM—“‘INTER-PHONE” For TELEPHONE SwitcHING AP 
PARATUS, | 
The mark “Inter-Phone” is not registrable as a trade-mark for 

telephone switching apparatus, since it is descriptive of the goods to 

which it is applied. 


Mr. De Witt C. Tanner and Messrs. Robertson & Johnson, 
for the applicant. 


Moore, Commissioner.—This is an appeal from the action of 
the Examiner of Trade-Marks refusing to register the word 
“Inter-Phone” as a trade-mark for telephone switching apparatus. 


The ground of the refusal is that the mark indicates a 
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characteristic or quality of the goods upon which it is used, and 
its registration is therefore prohibited by section five of the 
Trade-Mark Act. 

The Examiner also objects to the description of the mark, 
in that it states that the mark is an arbitrarily-coined word. The 
Examiner’s suggestion that the mark be described as— 


the trade-mark shown in the accompanying drawing consisting of the 
word “Inter-Phone’— 
is believed to be right. 

The word “phone” is the well-known abbreviation of “telc- 
phone,” and its use is now recognized by standard dictionaries 
The Examiner points out that the expressions “intercommuni- 
cating telephone systems” and “ intercommunicating telephone av- 
paratus” are well-known in the telephone art, as is evidenced by 
certain patents which he cites and by the fact that one of the 
official subclasses relating to telephones is designated “interconi- 
municating.” These systems have no central switchboare and are 
designed to connect various parts of a manufacturing establish- 
ment or various rooms in a building, there being an individual 


line between each two stations and mechanism being provided 


whereby each station can be put into communication with any of 
the others. Under these circumstances the word “inter” as used 
with “phone” would evidently indicate to any one that it was 
an abbreviation of “intercommunicating,” although the word 
“inter” would not be usually considered as an abbreviation of 
that word. 

The case is believed to fall clearly within the ruling of the 
Court of Appeals of the District of Columbia in the case of 
in re Central Consumers Company, (140 O. G., t2t1; 32 Apr. 
D. C., 523.) in which the court, in considering whether the word 
“Nextobeer” was registrable as a trade-mark for a non-intox- 
icating malt beverage, said: 


It requires no stretch of the imagination to understand how the public 
would at once draw the inference it is manifestly intended it should draw 
from the use of this mark, that the beverage on which it is used is almost 
the same as beer, or a good substitute for beer, or possesses almost the 
same ingredients and qualities as beer. Such a mark comes clearly within 
the prohibition of the statute 
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It was evidently the intention of Congress in placing these restrictions 
in the Trade-Mark Act to prohibit any one from acquiring a property 
right, protected by law in its exclusive use, in a name possessing any 
inherent signification that would, of itself, enhance the sale or value oi 
the article or articles to which it may be applied. In other words, it was 
intended to limit the selection to mere arbitrary words or designs, the 
value of which should consist alone in their becoming fixed in the public 
mind through continued use on the goods of the owner. It was not in 
tended that the mark should lend value to the goods, but that the quality 
of the goods and the reputation of the owner should ultimately make the 
mark valuable as a symbol in the connection in which it may be used. 


Paraphrasing the first sentence of this quotation, it requires 
no stretch of the imagination to understand how the public would 
at once draw the inference, which it is manifestly intended that 
it should draw from the use of this mark, that the telephone 
switching apparatus upon which this mark is used is an inter- 
communicating telephone system. 

The decision of the Examiner of Trade-Marks is affirmed. 
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The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country ; 


Owns the largest library of trade-mark literature in the United 
States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests 


THe Unirep Strares Trape-MarkK ASSOCIATION, 
32 Nassau Street, 


New York City 





